REMARKS 

Initially, Applicant has amended claims 169, 191, 221, 
2'll-24 3 , 25-0-257, 259-260 and 262 for cosmetic reasons 
unrelated to patentability. No nev; matter has been added. 
5 Applicant believes that the fi-llowing comments overcc-me the 
rejections set forth in the March 13, 2003 Office Action. 

I . THE INVENTION 

Generally, the present invention is a system for 
10 accessing electronic data via a familiar printed medium. 
Specifically, the familiar printed medium is a printed 
business card with a machine recognizable feature. The 
macnine recc^gnizable feature may be one of various 
embodiments including, but not limited to, a watermark, oar 
15 coae, invisible bar code, magnetic code, printed character, 
invisible icc-n, etc. When a machine recognizable feature 
is recognized, an ele(:;tronic signal is transmitted for 
pr ccessing . The processing results in the display c>f 
programming material. The present invention is designed 0 3 
20 allow a user tc* access programming material that may oe 
related to the information contained in the printed 
business card. 
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II . THE EXAMINERS S REJECTIONS 

The Examiner rejected claims 163, 257 and 260 under 25 
U.S.C. 5 103(a) as b^?ing unpa t ent at'le -jver Withnall et aO. 
U.S. Patent No. 4,488,0:5 (hereinafter referred to as 
"Withnall") and commnn kn:-wle(d?e in the art. Initially, 
the Examiner argued that Witnnall discloses a transport 
system having a micrc processor-cased, optical ticket reaaer 
that reads information from a printed ticket to determine 
and display the validity cf the ticket. Als:, the Examiner 
explained that a microprocessor-based ticket printer ;.s 
used to issue bar-coaeci tickets. The Examiner then 

indicated that reference informatie-n is stc-reo i.n memory, 
which ci.mmunicates with the ticket-checking means. 

However, the Examiner admitted chat the '^claims aitter 

[from Withnall] in calling for tne use of the business 

cards." The Examiner then contended that: 

'Mi]t would have been cbvious to print the bar 
cides on the t'Usiness cards. In this case, 
replacing a p-rinted matter such as 3 boc^k, a 
catalog, [or] a magarine, with a business card is 
merely a subs t itut Lon of an art recognized 
equivalent." (March 13, 2003 2'ffice Action, pp. 
4-5) . 

Next, the Examiner rejected claims 169-194 and 258 
under 35 U.S.C. § 103. .a) as being unpatentable over 
Withnall ''in view of the general teachings cf the prior art 
of record." (March 13, 2003 O'ffice Action, p. 5) . The 


Examiner admitted that Withnail fails to diszlC'se a data 
l:.nk that carries certain types of data and video images, 
wnich the Examiner believed t be oovious. Eor evidence, 
the Examiner cited Thacher et aJ. U.S. Patent Mo. 5,033,271 
hereinafter referred to as "Thacher"), Ertz et al , U.S. 
Patent No, 5, 003,577 (hereinafter referred tc: as "Ertz"), 
and Plumner U.S. Patent Nc . 4,992,824 (hereinafter referred 
to as "Plummer") . l^hacher and Ertz were cited for 

oescribing various data linos. Also, Plummer was cited for 
ciisclosing data links that transmit image and video 
i nf ormat ion . 

Additionally, the Examiner rejected claims 195-219, 
25 9 and 261 under 35 U.S.C. § 103(a) as being unpatentable 
over Withnail "in view of the general teachings of zhe 
prior art of record." (March 13, 2003 Office Action, p. 6 . 
The Examiner admitted that Withnail fails to disclose 
watermarks, invisible bar codes, magnetic codes, printed 
characters and invisible icons. The Examiner took Official 
i:otice that the use of these features as a data input 
source was known. For support, the Examiner cited Konisni 
et al. U.S. Patent No. 5,237,15t (hereinafter referred zo 
as "Konishi") and Younger U.S. Patent No. 5,151,637 
;hereinafter referred t.j as "Younger"). The Examiner cited 
r:onishi for disclosing a scanner for bar codes, magnetic 


characters and character recognition. Younger was cited 

for acknowledging several types of "media- taped" materials. 

Subsequently, the Examiner rejected claims 020-2^5 

under 35 U.S.::. § 103 fa) as being unpaoentabie over 

5 Withnall and common knowledge in the art. The Examiner 

admitted that Withnall differed from the claim.s f'Or not 

encoding various infc-rmation in m.achone recognizable 

indicia, which the Examiner asserted to oe obvious. The 

Examiner also nc-ted that: 

10 ''a Court has decided that printed matter such as 

encoding particular informaoion in a code, etc., 
would not be given patentable weight (in re 
Gulack, 217, U.S.P.Q. 401)." (March 13, 2003 
C>ffi'::e Acti.on, p. 7). 
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Also, the Examiner rejected claims 240-262 under 35 
U.S.C. § lC;3(a) as being unpatentable over Withnail m view 
of Ishii et aJ . U.S. Patent No. 5, 148 , 297 (nereinafter 
referred to as ''Ishii") . The Examiner admitted that 

20 Withnall does not disclose certain claimed display devices. 
The Examiner tnen took Official Notice that the use of 
certain d:.splay devices was known. As evi-ience, the 
Examiner presented Ishii, which disclosed for prc'viding a 
liquid crystal display '/'LCD"). 

25 Next, the Examiner rejected claims 241-256 under t5 

U.S.C. § 103(a) as being unpatentable ever Withnall and 
common knowledge in the art. Although the Examiner 
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admitted that Withnall fails to disclose certain code 
recognition devices, the Examiner tDok (".'fficial Notice that 
tne use of such devices was known and old. 

III. THE EXAMINERS S REJECTIONS SHOULD BE WITHDRAWN 

The Examiner rejected claims 166, ;.20-225, 24 1-257 and 

260 under 35 U.S.C. § 103(a) as beinq unpatentable over 

Withnall and common knowledge in the art. Applicant 

respectfully disagrees with tnese rejections. 

Specifically, Withnall does not disclose the programming 

material of the claimeo invention. As the Examiner points 

out, Withnall discloses a system in wh.i ch information read 

from the ticket may be displayed. Specifically, the 

Examiner nctes that Withnall discloses: 

"handset 24 which is adapted to be carried witnin 
the fcus and enables an inspect-ir to check tick.ets 
for validity. The f>ortable handset is adaptea to 
read inform.ation presented to it C'n a ticket in 
bar-code, and is capable of displaying 
information read frcjm the ticket in a form which 
can be read by the inspector." 'March 13, 2002 
Office Action, p. 4) . 

This is distinct from the pi^esent invention. The 
present invention utilizes the machine readakde feature on 
the business card to access prc-gramming material. This 
programming material can then be displayed to the user. 
Withnall, on the ether hand, scans a commuter ticket to 
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ascertain a validity state associated with that ticket. 
However, at no point does Withnall provide proQrananinq 
material . Therefore, Applicant respectfully submi ts tnat 
Witnnall does not disclose the unobvious programming 
material of the reje::ted claims and therefore, these ::laims 
are not obvious in view of Withnall and comm^-jn knowledge m 
the art. 

Also, the Examiner rejected claims 169-194 and 258 
under 3b U.S.C. § lC3(a) as being unpatentable over 
Withnall in view of Thacher, Ertc and Plumm.er. 
Additionally, the Examiner rejected claims 195-219, 259 and 
261 under 55 U.S.C. § 103(a) as being unpatentable over 
Withnall in view of Konishi and Younger. Also, the 
Examiner rejectee cla:.m3 240-262 under 35 U.S.C. § 103(a) 
as being unpatentable over Withnall in view of Ishii. 

Applicant respectfully disagrees and submits that none 
of the af orementic-ned claims are obvious in view of the 
references cited against them. In order for a claimed 
invention to be oiovious in view of a combination :f 
references, three criteria must be met: 1) there must 
exist a suggestion :-r motivaticn to modify the reference or 
to combine reference teachings; 2) there must be a 
reasonaoie expectation of success; and 3) the pricr art 
references, when combined, must teach or suggest all Df the 


25 


claim limitations. In re Vaeck, 947 F.2d 488 , 20 U3PQ2d 
14 38 (Fed. Cir. 1991) Manual gf F'Atknt Examining Pr.ncKiNRr: §§ 214 3- 
214 3.03. 

Initially, Applicant submits that there is no 

suggesti'in or motivation to mi^dify or com±)ine Withnall witn 

any of the aforementioned references. 

''Standing i^n their own, these references provide 
no justifi ration for the com.bination asserted by 
the Examiner. ''Obviousness cannot be es t abl i.sheo 
by cc^mcining one teachings of the prior art ti 
proauoe the claimed invention, absent some 
teaching or suggestion supporting tne 
combination. Under section 103, teachings of 
references can be comoinea only if theie is some 
suggestion or i.ncencive to do so." ACS Hospital 
Systems, Inc. v. Montefiore Hospital, 732 F.2d 
1:,72, 1577, 221 U.S.P.Q. 929, 933 (Fed. Cir. 
1984) (Emphasis m 'iriginal). 

The Examiner contended that it would have been obvious 
to combine the teachings of Withnall with the 
aforementioned references to arrive at the variius 
embodim.ents of Applicant's invention. Yet, tne Examiner 
cited only purported benefits of the aforementioned 
combinations and has not pc'inted to what motivation is 
provided by the references themselves. Applicant submits 
that no combination of these references would have been 
obvious to me of skill in the art at the time of 
Applicant's invention, especially because no motivation or 
suggestion for com.bining these references exist within the 


references themselves. Specifically, Withnall discloses a 
system fc^r easing the exami na t i-jn ■:;f commuter tich.ets for 
validity. I'his has n^ app^arent c-jnnect ic-n tc Tha::her, 
wni::h aisclC'Ses a scoring sysoem. for video game 
5 t'ju rnamen ts . Withnall aisc- has nc clear ocnnection with 
Ertz's Interface between a vide-j terminal and a vjicemail 
system. Additionally, Withnall does nc't relate in any w5Ly 
to Plumir-er's system for printing on a photosensitive film 
via an LCD. Moreover, Withnall la'.:ks relatic>n to K-mishi's 

10 at'paratus for reading index informatiC'n frc^m images for 
expediting im.age registration. In addition, Withnall does 
not shC'W any relation to Younger, which discl-ises an 
apparatus that logs information pertinent to ''media- taped" 
material. Finally, there is no relation between Witnnall 

IS and Ishii, which disi:;loses an LCD that provides better 
image quality when viewed at an angle. The differing 
purfMjses of these references have no overlap in use, and 
therefore, would not prO'vide one skilled in the art with a 
motivatic-n or suggestion to combine these references. 

20 Thus, an inventive step must be performied foT one skilled 
in the art to arrive at the idea C'f combining any features 
of Withnall, with any features of the aforementioned 
references . 
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upon re3 jnsideraticn, the Examiner will undoubtealy 
recognize that the reasons p^ut f-:-rth fc^r the § 1 0 3 { a 
rej eoticTiS act^ually supf'C-rt an ''obvio:js to try" argument. 
C'f course, ''obviC'US t-z- try is n(jt the standard for 
cbvi-3usness under 35 U.S.C. § 103." Hybritecn, Inc. v. 
Monoclonal Antibodies , Inc., 231 U.S.P.Q. SI, 91 (red. Cir. 
1 ='8 6 ) . 

Un<ier these circumstances, Applicant resC'ect f ul 1 y 

submits that the Examiner has succumbed to the ''strong 

temptatic^n tc rely on hindsigho.'' Ortkopedic Equipment Co. 

V. United States, 702 F. 2d 1005, 1012 , 217, U.S.P.Q. 123, 

1 ^'9 (Eed. Cir, 1983) : 

''It is wrong CC' use the patent in suit as a guide 
through the maze of prior art references, 
cc^nbining the right references in the right way 
SC' as to achieve the result C'f the claim on suit. 
Mc>naay mi:'rning guar terbacking is quite imprc-per 
when resolving the question of nonobviousness in 
a C'jurt of law . " 

Applicant submits that the CTily suggestion or 
mctivati'jn for the Ebxaminer's comoinaticin of references :s 
firc'vided by the teachings cf Applicant's disclosure. h'o 
such suggestic^n c^r motivatic^n is f^rci'Vi.ded by the references 
themselves; nc-r could there be in view of the difference in 
subject matter and the cor resf'Onding g^^ais thereof. 

In view c-f the foregc'ing, kase claims 168 , 257 and 260 
are patentable over any comoination c^f Withnall and the 


af jrementioned references. The remaining rejected claims 
are dependent on these claims and contain all of the 
limitations of their respective base claims. Therefore, 
these dependent claim.s are also patentable over these 
references . 
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CONCLUSION 

Applicant submits that all pending claims represent a 
p^atentable contribution to the art and are in condition for 
allowance. No new matter has been aided. Early and 
5 favorah'le action is accordingly solicited. 


Respect ful ly submitted, 


Date 
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John w7 cjaivo, Jr 
Reg. No. ^35, 634 
Ward & Olivo 
382 Springfield Ave. 
Summit, NJ 07901 
908-277-3333 
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